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Online advertising is among the largest and fastest growing areas of digital commerce. Unsurprisingly,
consumer online spending substantially outpaces ad spending in raw dollars, but in terms of sector 
growth and technical innovation digital advertising is unsurpassed. Today’s Internet is a highly optimized 
machine for the delivery of targeted advertising and the techniques and technologies used to personalize 
and deliver ads grow more sophisticated every day. Hundreds of billions of dollars a year are poured into 
digital advertising, and at least two of the world’s most valuable companies—Alphabet (Google) and 
Meta (Facebook)—derive most of their revenue from that source. Consumers may not think of Google 
and Facebook as ad sales companies, but that’s unquestionably what they are.

Obviously, legal regulation of such an enormous and rapidly changing field presents substantial 
challenges, and over the past two decades (at least in the United States) that job has fallen primarily on 
courts. In the absence of a federal statutory scheme specifically aimed at digital advertising practices, the 
courts have focused on consumer-facing issues covered by existing law, such as privacy, transparency, and 
deceptive or misleading advertising practices. But digital advertising technology can also present new 
challenges in less obvious areas of the law, such as copyright and trademark protection.

Seventeen years ago, an online seller of contact lenses called 1-800 Contacts was at the center of these
issues when the U.S. Court of Appeals for the Second Circuit wrote one of the earliest opinions on the
trademark implications of “keyword advertising”—the use of trademarked terms as keywords to trigger 
pop-up ads on websites. In 1-800 Contacts v. Whenu.com, 414 F.3d 400 (2d Cir. 2005), the Second 
Circuit held that the use of plaintiff’s mark as a keyword was not a “use in commerce” for purposes of the 
trademark law, because consumers never saw it—it was stored in a hidden list of terms inside a piece of 
ad tracking software.

In the years since 2005, the law in the Second Circuit and across the country has developed away from 
that initial opinion to be more protective of trademarks. It is now clear that keyword advertising can, 
in some cases, constitute trademark infringement. But under what circumstances? Seventeen years 
later, 1-800 Contacts once again finds itself on the losing end of that question in a recent case from the 
Southern District of New York that examines customer confusion and the developing law around the 
protection of digital intellectual property: 1-800 Contacts v. Jand, 21-cv-6966 (PKC) (S.D.N.Y. June 27, 
2022).
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Background
The Parties. 1-800 Contacts is a “well-known pioneer” in the “online contact lens marketplace.” Its sales
occur entirely online, through orders placed on its website, 1800contacts.com. Over the past three 
decades, it has spent “hundreds of millions of dollars on advertising and marketing to cultivate strong 
consumer recognition of its brand.” It has also engaged in aggressive protection of its marks in the courts, 
though its efforts have often been unsuccessful. 

Jand d/b/a Warby Parker is a newer entrant into the online contact lens marketplace. For years, Warby 
Parker sold eyeglasses, both online and through brick and mortar locations, and beginning in November 
2019, it began offering contact lenses as well, through its physical stores and its website—warbyparker.
com.

Online Advertising. Both 1-800 Contacts and Warby Parker use various forms of online advertising to
bolster awareness of their brands. Over the past decade, the digital ad market has grown exponentially in
both size and technological sophistication. One common form of targeted online advertising is “search” 
or “keyword” advertising. Anyone who has used Google to search the Web has likely seen this market in 
action, whether they know it or not. 

In search advertising, the search engine provider allows an advertiser to “purchase” key search terms 
(generally terms associated with online commerce), so that when a user searches for those terms, the
advertiser’s chosen search results are given preferential placement in the search results. Those results may
appear at the top of the page or in a sidebar, typically with some (generally subtle) indication that 
the result is an ad or sponsored content rather than the ordinary result of the search algorithm. For 
certain keywords, the search engines conduct an “auction” through which companies can “bid” for this 
preferential placement. Search advertising is widespread; Google, for example, derives the bulk of its 
revenue from search ad sales and its related ad sales products.

1-800 Contacts vs. Warby Parker
1-800 Contacts brought a suit in the Southern District of New York alleging that Warby Parker sought 
to “confuse and mislead consumers searching for 1-800 Contacts’s online store.” 1-800 Contacts, at *1. 
Warby Parker allegedly used a two-part strategy to mislead consumers: (1) Warby Parker bid on search 
advertising for keywords related to 1-800 Contacts’s trademarks (e.g., the search term “1800 contacts”) 
and (2) after securing preferential placement through search advertising, Warby Parker designed its 
website to “mimic” the 1-800 Contacts website. The upshot, 1-800 Contacts alleged, was that consumers 
searching for the 1-800 Contacts website on Google would see the link to the Warby Parker page (which 
Warby Parker made into the first result by purchasing their mark) and be directed to the Warby Parker
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website without realizing it. 1-800 Contacts alleged that Warby Parker’s conduct violated state and 
federal trademark law and constituted unfair competition.

1-800 Contacts alleged that Warby Parker “used” its trademarks by deliberately bidding on keywords for
search term advertisements that were associated with 1-800 Contacts and caused consumer confusion by
deliberately designing its website to appear similar to the 1-800 Contacts website.

To prove infringement under the Lanham Act, a plaintiff must show “that its mark is protected ... and
defendant’s use of the allegedly infringing mark would likely cause confusion as to the origin or sponsorship
of the defendant’s goods with plaintiff’s goods.” 1-800 Contacts, at *3. On its motion to dismiss, Warby 
Parker did not dispute the validity of the mark or its use of the mark, but instead argued that 1-800 
Contacts had failed to demonstrate any likelihood of consumer confusion. Applying the eight factor 
Polaroid test, Judge Castel agreed and dismissed all of 1-800 Contacts’s claims.

The court first noted that it was undisputed that 1-800 Contacts had a protectable trademark and, based 
on Second Circuit precedent, Warby Parker’s purchase of “a competitor’s trademark in relation to keyword
advertising counts as a ‘use in commerce’ of the competitors trademark under the Lanham Act.’” 1-800
Contacts, at *3 (quoting Rescuecom v. Google, 562 F.3d 123, 127 (2d Cir. 2009)). Thus, the issue for the 
court to consider was whether there was a likelihood of confusion, for which it applied the well-known 
eight-factor Polaroid test. Under that test, courts consider: “(1) strength of the trademark; (2) similarity of 
the marks; (3) proximity of the products and their competitiveness with one another; (4) evidence that the 
senior user may ‘bridge the gap’ by developing a product for sale in the market of the alleged infringer’s 
product; (5) evidence of actual consumer confusion; (6) evidence that the imitative mark was adopted 
in bad faith; (7) respective quality of the products; and (8) sophistication of consumers in the relevant 
market.” Id.

In applying the Polaroid test, Judge Castel noted that it was a “fact-intensive inquiry,” with different factors 
of varying import based on the circumstances and that “no single factor is determinative.” Judge Castel 
held that the “bridging the gap” factor was irrelevant and there was insufficient evidence to assess the actual
confusion factor. However, he considered the remaining factors in rendering his opinion. 

First, Judge Castel considered the strength of the 1-800 Contacts mark. As a threshold matter, he rejected 
the argument that the mark was “presumed to be strong by virtue of being registered, noting that, with 
limited exceptions not present in the case before him, registration was not enough to deem a mark “strong” 
for purposes of the Polaroid analysis. In order to determine the strength of a mark, courts consider the
“inherent distinctiveness” (where distinctiveness is a measure of a mark’s “theoretical potential” to identify
the product) and the distinctiveness “acquired in the marketplace.” Using either measure, Judge Castel 
found that 1-800 Contacts had “strong marks.”
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The court found that 1-800 Contacts had inherently distinctive marks, because the language of the marks
rendered them “suggestive” rather than merely “generic” or “descriptive.” That was so because they
“suggest[] the product, though it may take imagination to grasp that what Plaintiff markets is contact 
lenses.” Because “suggestive” marks are considered strong ones, the court concluded that 1-800 Contacts 
had strong marks based on inherent distinctiveness.

The court also held that 1-800 Contacts had strong marks based on the distinctiveness acquired from the
marketplace. Judge Castel reasoned that 1-800 Contacts had been doing business for three decades and 
had spent hundreds of millions on marketing and that consumers were therefore highly likely to recognize 
the marks from their “long, prominent[], and notorious[]” prior use.

Second, the court considered the similarity of the marks. Here the central question was what marks should
be compared. 1-800 Contacts alleged that the “marks at issue” were identical, because Warby Parker literally
bought the “1-800 Contacts” mark as a keyword. But the court disagreed. The issue, the court held, is not 
what keyword Warby Parker bought, but what mark it displayed to consumers in its advertising: the search
result and webpage that arose from that keyword purchase. Any customer confusion, the court held, would
arise from the use of the mark displayed to customers, not the bidding for the search terms. Thus, the court
held that the relevant marks to consider were the “1-800 Contacts” mark and the “Warby Parker” mark, 
which it found to be “substantially different.” 

Third, the court found that the products were “virtually identical” and the parties were “in direct competition
with another.” Thus, the third and seventh factors supported a finding of consumer confusion.

Fourth, the court held that there were allegations that, taken as true, provided “some evidence of bad faith
by Warby Parker.” In particular, Judge Castel noted the allegation that Warby Parker used it search term
advertising to “intentionally direct[] consumers who were searching for 1-800 Contacts’s website to an
altered page on the Warby Parker website that ... was specifically designed to mimic the aesthetics of the 1-
800 Contacts website.”

Fifth, and perhaps most significantly, the court found that the consumer base at issue, those seeking to buy
from 1-800 Contacts, “an entirely online retailer,” were sophisticated and “likely [to] be familiar with both 
the concept of paid search results and the significant of website address links.” Id. 

Weighing those findings, the court held that 1-800 Contacts had not alleged a likelihood of consumer
confusion. While noting that several of the factors weighed in favor of 1-800 Contacts, Judge Castel 
focused his analysis on the remaining factors. Noting that the marks “are too dissimilar for reasonably 
sophisticated internet consumer to be confused” To a great degree Judge Castel’s holding centered on a 
review of the two websites, finding that it was unlikely that consumers would believe that the Warby Parker 
website (which contains a large box that says “Warby Parker”) was affiliated with 1-800 Contacts. As a 
result, Judge Castel found that 1-800 Contacts could not sustain an infringement action.
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Momentary Confusion
Judge Castel’s balancing of the Polaroid factors is premised on an assumption that would-be 1-800 Con-
tacts consumers are sufficiently sophisticated that any confusion would be quickly dispelled. Consumers 
might be initially confused by the placement of the Warby Parker ad, but attentive users are likely to 
confirm what site they are visiting, particularly before entering sensitive information to make a purchase. 
In line with his reading of Second Circuit precedent, Judge Castel concludes that the balance weighs in 
favor of a finding of no confusion because “to the extent that online consumers may make mistakes in 
navigation, they are well- positioned to quickly identify and rectify their mistakes.” In other words, the 
court finds that people are generally careful when making online purchases, and it’s relatively easy to hit 
the back button.

That is certainly an understandable conclusion and the decision shows an admirable understanding of 
how online commerce works. But one might ask whether the average online shopper is as sophisticated 
as the court. Warby Parker apparently doesn’t think so: It spent substantial resources not only buying 
search results on the “1-800 Contacts” keyword, but also creating an entirely separate webpage—alleged-
ly designed to look like 1-800 Contacts—for users who click those links.

That the court dismissed 1-800 Contacts’s allegations, even while taking note of that alleged purposeful
conduct by Warby Parker, makes clear that plaintiffs bringing trademark claims need to do more than 
point to some transitory confusion in the digital space. Some evidence of actual customer confusion, 
while not technically required, likely remains the gold standard for claims of trademark infringement. 

This article first appeared in the New York Law Journal on July 18, 2022. Stephen M. Kramarsky, a mem-
ber of Dewey Pegno & Kramarsky, focuses on complex commercial and intellectual property litigation. 
Jack Millson is an associate at the firm.


